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503.30414C14 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant (s) : KATO, et al. 
Serial No.: 09/461,432 

irn 

Filed: December 16, 1999 ifz 

O CO Cfy 

For: VACUUM PROCESSING APPARATUS AND OPERATING C3 Li 

METHOD THEREFOR '3 • • PI 

Group: 3749 ^ m 

Examiner: S. Gravini ^ 

PETITION TO WITHDRAW NOTICE OF ABANDONMENT BASED o 
ON APPLICANTS' FAILURE TO RECEIVE NOTICE OF ALLOWANCE 

Assistant Commissioner for Patents 

Washington, D.C. 20231 September 7, 2000 

Sir: 

Applicants' through their attorney, respectfully request 
that the Notice of Abandonment mailed August 14, 2000, be 
withdrawn, and that a new Notice of Allowance be issued in the 
above-identified application) with a re-set period for 
response (e.g., for payment of the Issue Fee) to begin from 
the date of mailing the new Notice of Allowance. 

Note that' the undersigned received a copy of the Notice 
of Allowance dated March 20, 2 000, for the first time , by 
facsimile from LaTrisha N. West of the Customer Service 
Center, Technology Center 3700, on August 8, 2000. This 
Notice of Allowance dated March 20, 2000, was apparently 
mailed to an incorrect address for the offices of the 
undersigned law firm, that is, was mailed to a previous 
address from which the undersigned law firm had moved a number 
of years ago. The Notice of Abandonment in connection with 
the above-identified application was mailed August 14, 2000. 
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This Notice of Abandonment is the action complained of in the 
present Petition. Noting that the date on the Notice of 
Abandonment is August 14, 2000, clearly the present Petition 
is timely. See 37 CFR 1.181(f). 

FACTS 

In a telephone communication from the undersigned to 
Technology Center 3700, shortly prior to the above-mentioned 
facsimile of August 8, 2 000, the undersigned contacted 
Technology Center 3700 to determine the status of the above- 
identified application. The undersigned was informed that the 
above-identified application had had a Notice of Allowance and 
Issue Fee Due mailed in connection therewith, on March 20, 
2000. The undersigned requested a copy of this Notice of 
Allowance, which was transmitted to the undersigned as part of 
the above-mentioned facsimile of August 8, 2000. Shortly 
thereafter (on August 14, 2000), a Notice of Abandonment was 
issued in connection with the above-identified application, 
indicating that the application is abandoned in view of 
Applicants 1 failure to timely pay the required Issue Fee 
within the statutory period of three months from the mailing 
date of the Notice of Allowance. This Notice of Abandonment 
mailed August 14, 2000, had the correct address for the 
offices of the undersigned law firm. In view of this Notice 
of Abandonment, the present Petition has been filed. 




ARGUMENTS 

As will be established in the following, it is 
respectfully submitted that the Notice of Allowance dated 
March 20, 2 000, was never received in the offices of the 
undersigned until August 8, 2 000. Moreover, it is noted that 
the Notice of Allowance dated March 20, 2000 had an incorrect 
address for the offices of the undersigned, which was an error 
on the part of the U.S. Patent and Trademark Office in light 
of the fact that the Customer Number of the undersigned law 
firm was clearly set forth on the Utility Patent Application 
Transmittal for the above-identified application. 
Accordingly, withdrawal of the Notice of Abandonment mailed 
August 14, 2000, and issuance of a new Notice of Allowance in 
the above-identified application, with the period for payment 
of the Issue Fee being re-set to begin with the date of 
mailing the new Notice of Allowance, is clearly proper. See 
Delqar v. Schuvler . 172 USPQ 513 (D.D.C. 1971). 

It is respectfully submitted that the following facts 
clearly support the conclusion that the aforementioned Notice 
of Allowance dated March 20, 2 000 in the above-identified 
application, was never received in the offices of the 
undersigned until August 8, 2000. That this Notice of 
Allowance dated March 20, 2000 was never received in the 
offices of the undersigned until August 8, 2000, is buttressed 
by the fact that the U.S. Patent and Trademark Office mailed 
the Notice of Allowance to an incorrect address, incorrect in 
view of the purported procedures at the U.S. Patent and 
Trademark Office for use of the Customer Number and the fact 
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that the Customer Number for the undersigned law firm was set 
forth on the Utility Patent Application Transmittal for the 
above-identified application. 

In the offices of the undersigned attorneys, all mail 
which is received from the U.S. Patent and Trademark Office 
(PTO) is given directly to a docketing department. Responsive 
to receipt of such mail, as a first safeguard, the docketing 
department personnel maintain a computer database which stores 
information relating to the filing of papers in the PTO, 
receipt of papers from the PTO, and due dates for responding 
to papers received from the PTO. The data in the computer 
database is backed up on a magnetic tape at the end of each 
work day . 

Attached hereto (as Exhibit I) is a print-out of 
pertinent data in the computer database, for the above- 
identified application. The attached print-out shows data 
fields entitled, inter alia . "ACTION"; "BASE"; "DUE IN"; 
"DUE"; "FINAL"; and "RESPONSE". 

When a paper which can be responded to, or which must be 
responded to in order to avoid abandonment, is received in the 
law firm of the undersigned from the PTO, personnel of the 
docketing department enter the paper in appropriate data 
fields. For example, in the present application, the Notice 
of Allowance was dated March 20, 2 000; accordingly, if the 
Notice of Allowance had been received in the offices of the 
undersigned, the docketing department would have entered 
"ISSUE FEE" in the "ACTION" data field; "3/20/00" in the 
"BASE" data field; "3M" in the "DUE IN" data field; "6/20/00" 



4 




in the "DUE" data field; and "6/20/00" in the "FINAL" data 
field. As can be seen from the attached print-out (Exhibit 
I) , there are no entries in connection with an Issue Fee or 
Notice of Allowance, This clearly shows that the Notice of 
Allowance as mailed March 20, 2000 was not received in the 
offices of the undersigned. 

As a second, safety cross-check against the computer 
database, personnel of the aforementioned docketing department 
also maintain a hand-written master docket book which has one 
page for each day of the year. After data relating to a paper 
mailed from the PTO and received in the offices of the 
undersigned law firm has been entered into the computer 
database, personnel of the docketing department of the 
undersigned law firm hand-write data relating to such paper 
into the master docket book on the page corresponding to the 
expiration date, which cannot be extended (or cannot be 
extended further) under 37 CFR 1.137(a), for response to the 
paper. For the Notice of Allowance mailed March 20, 2000, in 
the above- identified application, the expiration date would 
have been June 20, 2 000, three months after the mailing date 
of the Notice of Allowance and the date payment was due on the 
Notice of Allowance, so that hand-written data should have 
been entered on the page for June 20, 2 000. 

When the Notice of Allowance is received, the docketing 
department enters the following information in a master docket 
book, on the page corresponding to the expiration date 
referred to previously: 
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The docket number of the application 
to which the PTO action pertains; the last 
name of the first-named inventor of the 
application; the serial number of the 
application; the notation "Issue Fee"; and 
the initials of the attorney to whom the 
application is assigned. 

Therefore, if the Notice of Allowance dated March 20, 
2000, for the above-identified application had been received 
in the offices of the undersigned attorneys, the attached copy 
of the page of the master docket book for June 20, 2000 
(Exhibit II attached hereto) , would show a line with the 
following data: 

"503.30414C14"; "KATO" ; "461,432"; "Issue Fee"; and "WIS". 

However, as can be seen from the attached copy of the page of 
the master docket book for June 20, 2 000, such entry does not 
appear . 

It is respectfully submitted that the absence of a entry 
in the master docket book page for June 20, 2 000, for the 
above-identified application, evidences the fact that the 
Notice of Allowance mailed March 20, 2000, was never received 
in the offices of the undersigned law firm. 

The master docket book for June 20, 2000, has an entry 
for payment of the Issue Fee for Serial No. 4 61,43 3 (Attorney 
docket no. 503 . 30414V15) , naming the same inventors as named 
in the above-identified application, examined by the same 
Examiner that examined the above-identified application and 
having a Notice of Allowance dated the same date as that of 
the above-identified application. See Exhibit III. However, 
the Notice of Allowance for Serial No. 461,433 had the correct 




address for the undersigned law firm, likely based upon the 
Customer Number (since the Declarations Under 37 CFR 1,63 in 
each were the same) . With the correct address, the Notice of 
Allowance in Serial No. 461,433 was received in the offices of 
the undersigned and the Issue Fee timely paid. The same 
result would have occurred with the above-identified 
application, if the PTO had mailed the Notice of Allowance to 
the correct address . 

Moreover, the undersigned hereby states that a search of 
the application file of the above-identified application has 
been made, and a Notice of Allowance dated March 20, 2000, for 
the above-identified application, other than the copy sent by 
facsimile on August 8, 2000, was not found. 

All of the foregoing clearly shows that the Notice of 
Allowance dated March 20, 2000, for the above-identified 
application, was not received in the offices of the 
undersigned. 

It is again emphasized that the Notice of Allowance dated 
March 20, 2 000, in connection with the above-identified 
application was sent to an incorrect address; that is, a prior 
address of the offices of the undersigned law firm. While the 
Declaration and Power of Attorney for Patent Application filed 
with the above-identified application, which was an original 
Declaration from a prior application, had such prior address, 
the Utility Patent Application Transmittal for the above- 
identified application had the Customer Number for the 
undersigned law firm. Under the undersigned's understanding 
of proper procedures at the PTO, the PTO is supposed to 
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utilize the Customer Number; clearly in connection with the 
above-identified application the PTO did not follow such 
procedures. It is respectfully submitted that the mailing of 
the Notice of Allowance to an incorrect address arose due to 
errors on the part of the PTO . It is respectfully submitted 
that Applicants should not lose substantive rights, due to 
errors on the part of the PTO. 

In view of all of the foregoing, it is respectfully 
submitted that it has been shown that the Notice of Allowance 
dated March 20, 2000, in the above-identified application, was 
never received in the offices of the undersigned, until a copy 
thereof was received by facsimile on August 8, 2 000. 
Accordingly, consistent with Manual of Patent Examining 
Procedure 710.06 and 711.03(c), is it is respectfully 
petitioned that the Notice of Abandonment mailed August 14, 
2 000, be withdrawn; that the Notice of Allowance dated March 
20, 2 000, be re-mailed; and that a new period for responding 
to the Notice of Allowance (that is, for payment of the Issue 
Fee) be re-set to allow Applicants to take appropriate action, 
based on the rationale set forth in Delaar Inc. v. Schuyler , 
su pra . 

To the extent necessary, Applicants petition for an 
extension of time under 37 CFR § 1.136. Please charge any 
shortage in fees due in connection with the filing of this 
paper, including extension of time fees, to the Deposit 
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Account No. 01-2135 (Case No. 503 . 30414C14) and please credit 
any excess fees to such Deposit Account. 



13 00 North Seventeenth Street 
Suite 1800 

Arlington, VA 22209 
Tel. : 703-312-6600 
Fax. : 703-312-6666 

WIS/slk 
Enclosures 



Respectfully submitted, 




Registration No. 28,565 
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E APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PA TENT 
OSECUTION ON THE MERITS IS CLOSED. 



E ISSUE FEE MUST BE PAID WITHIN THREE MONTHS FROM THE MAILING DATE OF THIS NOTICE OR THIS 
PLICATION SHALL BE REGARDED AS ABANDONED. THIS STATUTORY PERIOD CANNOT BE EXTENDED. 



1W TO RESPOND TO THIS NOTICE: 

teview the SMALL ENTITY status shown above, 
the SMALL ENTITY is shown as YES, verify your 
urrent SMALL ENTITY status: 

.. If the status is changed, pay twice the amount of the 
FEE DUE shown above and notify the Patent and 
Trademark Office of the change in status, or 

. If the status is the same, pay the FEE DUE shown 
above. 



If the SMALL ENTITY is shown as NO: 



A. Pay FEE DUE shown above, or 



B. File verified statement of Small Entity Status before, or with, 
payment of 1/2 the FEE DUE shown above. 



Part B-lssue Fee Transmittal should be completed and returned to the Patent and Trademark Office (PTO) with your 
ISSUE FEE. Even if the ISSUE FEE has already been paid by charge to deposit account, Part B Issue Fee Transmittal 
should be completed and returned. If you are charging the ISSUE FEE to your deposit account, section "4b" of Part 
B-lssue Fee Transmittal should be completed and an extra copy of the form should be submitted. 
Ml communications regarding this application must give application number and batch number. 
Please direct all communications prior to issuance to Box ISSUE FEE unless advised to the contrary. 

*ORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of 

maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance 



fees when due. 



.-85 (REV. 10-96) Approved for use through 06/30/99. (0651-0033) 
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